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RELATED APPEALS & INTERFERENCES 



None 
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STATUS OF CLAIMS 



In the most recent final office action, dated November 5, 2007, all claims were rejected 
by the examiner. 

An amendment was submitted on January 10, 2008, and was subsequently responded to 
in a non- final office action dated March 3, 2008. All claims were again rejected. 

The Status of Amendments section provides additional details on these rejections. 
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STATUS OF AMENDMENTS 



An amendment filed January 10, 2008 was addressed in a non- final office action dated 
March 3, 2008. All claims were rejected, for the reasons shown in the table below. 

The chart also indicates which office actions are being challenged in this appeal, and 
which are not. 



# 


DESCRIPTION 


STATUS 


BASIS 


PRIOR ART 


1 


(Currently Amended) A method performed by one or more 
computers for identifying content in a computer network, the 
method comprising: 

• storing a plurality of predetermined categories in a 
database; 

• categorizing a plurality of pre-existing items 
corresponding to one or more of the plurality of 
predetermined categories, by a plurality of 
cateqorizers, respectively, wherein a subsequent 
cateqorizer is capable of cateqorizinq an item 


Rejected, 
Appealed 


Obvious 


Covington, 
Pundarika, 
Montemer 


already cateqorized bv an earlv cateqorizer; 

• displaying at least a portion of the stored plurality 
of predetermined categories; 

• displaying respective categorizers for the displayed 


predetermined categories; 

• selecting a category from the displayed 
predetermined categories by a user; 

• displavinq cateqorizers for the selected cateqorv; 

• selecting a categorizer from the displayed 
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# 


DESCRIPTION 


STATUS 


BASIS 


PRIOR ART 




categorizers by the user; 

• initiating a search for one or more pre-existing 
items in the computer network based on the 
selected category and the selected categorizer as 
search parameters; 

• displaying results of the search on a display; 

• selecting one or more of the displayed results for 
more detail description of the selected item; 

• providing incentive to one or more categorizers 
based on number of users who have selected an 
item categorized by the one or more categorizers; 
and 

• sharing the incentive among [[an]] the early 
categorizer and [[a]] the subsequent categorizer 
whose subsequent categorization is based on the 
categorization of the early categorizer and 
allocating the incentive between the early 
categorizer and the subsequent categorizer. 








2 


(Previously Presented) The method of claim 1, wherein the 
plurality of predetermined categories include taste and style. 


Rejected, 
Appealed 


Obvious 


Covington, 
Pundarika, 
Montemer, 
rxuijiriburi 


3 


(Canceled). 


Canceled 






4 


(Previously Presented) The method of claim 1, further 
comprising ordering the displayed search results based on 
a user seiectaoie oraer. 


Rejected, 
Appealed 


Obvious 


Covington, 
Pundarika, 
Montemer 


5 


(Original) The method of claim 1, wherein the step of 
categorizing comprises signing up on a website as a 
categorizer ana categorizing a piuramy ot nems 
corresponding to one or more of the plurality of 
predetermined categories. 


Rejected, 
Appealed 


Obvious 


Covington, 
Pundarika, 
Montemer 


6 


(Original) The method of claim 1, further comprising 
charging a fee for initiating the search for the one or more 
items. 


Rejected, 
Appealed 


Obvious 


Covington, 
Pundarika, 
Montemer 


7 


(Currently Amended) The method of claim 1, wherein the 
number of users who have selected an item categorized by 
the one or more categorizers is a function of the number of 
users who have selected the item and have come back to 
tne searcn results witnin an approximately a suDstantianv 
short time. 


Rejected, 
Appealed 


Obvious, 
vague & 
indefinite 


Covington, 
Pundarika, 
Montemer, 
Robinson 


8 


(Currently Amended) The method of claim 7, further 
comprising compensating the categorizer based on the 
assigned points number of users who have selected an item 
cateqorized bv the cateqorizer. 


Rejected, 
Appealed 


Obvious 


Covington, 
Pundarika, 

1 VlkJI 1 LCI 1 1 CI , 

Robinson 


9 


(Original) The method of claim 7, further comprising 
positioning the categorizer on a favorable screen position of 
a display screen, based on the assigned points to the 
categorizer. 


Rejected, 
Appealed 


Obvious 


Covington, 
Pundarika, 
Montemer, 
Robinson 
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# 


DESCRIPTION 


STATUS 


BASIS 


PRIOR ART 


10 


(Previously Presented) The method of claim 1, wherein the 
sum of all incentives for a given user's selection is equal to 
one. 


Rejected, 
Appealed 


Obvious 


Covington, 
Pundarika, 
Montemer, 
Pinsonnault 


11 


(Currently Amended) The method of claim 10, wherein the 
list of respective cateqorizers displayed on the display 
screen is ordered based on one or more of a respective 
categorizer's overall popularity within the selected category, 
a respective categorizer's recent popularity within the 
seiecieu category, a respective caiegonzer s overall 
popularity within a broader subject area than the selected 
category, a respective categorizer's recent popularity within 
a broader subject area than the selected category, a 
respective categorizer's reliability within a user-specified 
subject area, and a respective categorizer's reliability within 
a broad subject area. 


Rejected, 
Appealed 


Obvious 


Covington, 
Pundarika, 
Montemer, 
Pinsonnault 


12 


(Original) The method of claim 1, wherein at least one of 
the plurality of predetermined categories relates to music. 


Rejected, 
Appealed 


Obvious 


Covington, 
Pundarika, 

IVIUl UcJl I lcJl , 

Robinson 


13 


(Original) The method of claim 1, wherein at least one of 
thp nluralitv of nrpdptprminpd ratpnorip^ rplatp^ to movip^ 


Rejected, 

MppcdlcU 


Obvious 


Covington, 

Di i n o ri L^o 
r UllUdl IKd, 

Montemer, 
Robinson 


I *T 


(Orininah Thp mpthod of rlaim 1 whprpin at Ipa^t onp of 

l v 1 1 V_i 1 1 1 C4 11 III ^ 1 1 1 L 1 1 ' \A w 1 w 1 CA 1 1 1 1 1 j V V 1 1 \^ 1 ^— ' 1 1 1 C4 L 1 O L w 1 1 \^ \*r I 

the plurality of predetermined categories relates to books. 


rxcfJcLrlcU , 

Appealed 


UUVIUUb 


ouvn iyiui i, 
Pundarika, 
Montemer 


15 


(Original) The method of claim 1, wherein at least one of 
thp nluralitv nf nrpHptprminpH ratpnnrip^ rplatp^ tn wph 
pages. 


Rejected, 

A r\ noa I orl 
MppcdlcU 


Obvious 


Covington, 

Di i n o ri L^o 
r UllUdl IKd, 

Montemer 


16 


(Original) The method of claim 1, wherein at least one of 
the plurality of predetermined categories relates to security 
or infpllinpnrp ronfpnt 


Rejected, 
Appealed 


Obvious 


Covington, 
Pundarika, 

IVIUl 1 Ltrl 1 Icl , 

Edwards 


17 


(Original) The method of claim 1, wherein at least one of 
the plurality of predetermined categories relates to a 
product or a service. 


Rejected, 
Appealed 


Obvious 


Covington, 
Pundarika, 
Montemer, 

Rrihincnn 
rVJUINoUN 


18 


(Original) The method of claim 17, wherein the product or 
the service is one or more of art, craft, wine, cheese, beer, 
plumbing, air conditioning, auto repair, haircutting, legal 
service, and medical service. 


Rejected, 
Appealed 


Obvious 


Covington, 
Pundarika, 
Montemer, 
Robinson, 
Gonzales 


19 


(Currently Amended) A method for categorizing an item to 
be searched by a user in a computer network, the method 
comprising: 

• accessing a web site by an authorized categorizer; 

• identifying the item to be categorized; 

• displaying a category from a plurality of 
predetermined categories stored in a database 


Rejected, 

\ a / : 1 1 : _ _ l _ 

Willing to 
Cancel 


Obvious 


Covington, 
Pundarika, 
Montemer 
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# 


DESCRIPTION 


STATUS 


BASIS 


PRIOR ART 




accessible by the web site; 

• selecting a category from the displayed plurality of 
predetermined categories by the authorized 
categorizer; 

• displaying cost and incentive for the authorized 
categorizer for the selected category; 

• applying the selected category to the identified 
item by the authorized categorizer; [[and]] 

• storing the identified item, the applied category, 
and the authorized categorizer in the database; 

• providing incentive to one or more categorizers 
based on number of users who have selected an 
item categorized by the one or more categorizers; 
and 

• sharing the incentive among an early categorizer 
and a subsequent categorizer whose subsequent 
categorization is based on the categorization of the 
early categorizer and allocating the incentive 
between the early categorizer and the subsequent 
categorizer. 








20 


(Original) The method of claim 19, further comprising 
signing up on a web site as an authorized user. 


Rejected, 
Willing to 
Cancel 


Obvious 


Covington, 
Pundarika, 
Montemer 


21 


(Original) The method of claim 20, further comprising 

• selecting a category from a plurality of 
predetermined categories; 

• selecting a categorizer from a plurality of 
categorizers; and 

• initiating a searcn Tor an item in tne computer 
network corresponding to the selected category 
and the selected categorizer. 


Rejected, 
Willing to 
Cancel 


Obvious 


Covington, 
Pundarika, 
Montemer 


99 


( Orininah The method of Haim 91 further romnri^inn 

i >— ' I I y 1 1 io* I / i i i 1 1 lull ivju \ji \ji i mi t— I , i ui li ici i iui ioii ly 

displaying results of the search on a display. 


rxcJJcJuLcJU, 

Willing to 
Cancel 


UUVIUUb 


(~*r\\/\ nntnn 
V-yUVIl lyiui 1, 

Pundarika, 
Montemer 


23 


(Original) The method of claim 22, further comprising 
orderinn the di^n laved ^earrh requite ba^ed on a u^er 
selectable order. 


Rejected, 

\A/illi nn \r\ 
vvllllliy LU 

Cancel 


Obvious 


Covington, 

Pi 1 n H o ri l^a 
r Ul lUdl 1 rvca, 

Montemer 


24 


(Original) The method of claim 19, further comprising 
charging the categorizer a fee for categorizing the item. 


Rejected, 
Willing to 


Obvious 


Covington, 
Pundarika, 

IVIUI UfcJl 1 lcJl , 

Boyd 


25 


(Original) The method of claim 21, further comprising 
assigning points to a second categorizer based on number 
of users who have searched an item cateaorized bv the 
second categorizer. 


Rejected, 
Willing to 

O.pnrpl 

1 ILCI 


Obvious, 
vague & 

1 1 IUCI II 1 ILC 


Covington, 
Pundarika, 

Mnntpmpr 

IVIUI 1 LCI 1 Id , 

Robinson 


26 


(Original) The method of claim 25, further comprising 
compensating the second categorizer based on the 
assigned points. 


Rejected, 
Willing to 
Cancel 


Obvious 


Covington, 
Pundarika, 
Montemer, 
Robinson 
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# 


DESCRIPTION 


STATUS 


BASIS 


PRIOR ART 


27 


(Original) The method of claim 25, further comprising 
positioning the second categorizer on a favorable screen 
position of a display screen, based on the assigned points 
to the second categorizer. 


Rejected, 
Willing to 
Cancel 


Obvious 


Covington, 
Pundarika, 
Montemer, 
Robinson 


28 


(Currently Amended) A system for identifying content in a 
computer network comprising: 

• means for storing a plurality of predetermined 
categories, wherein the plurality of predetermined 
categories include taste and style; 

• means for categorizing a plurality of pre-existing 
items corresponding to one or more of the plurality 

Ul pi cUcLcl rnillcU GdlcyUllcb, Uy a piUlcMlly Ul 

cateqorizers, respectively, wherein a subsequent 
cateqorizer is capable of cateqorizinq an item 


Rejected, 
Willing to 
Cancel 


Obvious, 
non- 
statutory 
material 
(software 
per se) 


Covington, 
Pundarika, 
Montemer 


already cateqorized by an early cateqorizer; 

• means for displaying at least a portion of the 
stored plurality of predetermined categories; 

• means for displaying respective categorizers for 


the displayed predetermined categories; 

• means for selecting a category from the displayed 
predetermined categories by a user; 

• means for displayinq cateqorizers for the selected 
cateqorv; 

• means for selecting a categorizer from the 
displayed categorizers by the user; 

• means for initiating a search for one or more pre- 
existing items in the computer network-based on 
the selected category and the selected categorizer 
as search parameters; 

• means for displaying results of the search; 

• means for selecting one or more of the displayed 
results for more detail description of the selected 
item; 

• means for providing incentive to one or more 
categorizers based on number of users who have 
selected an item categorized by the one or more 
categorizers; and 

• means for sharing the incentive among an early 
categorizer and a subsequent categorizer whose 
subsequent categorization is based on the 
categorization of the early categorizer and 
allocating the incentive between the early 
categorizer and the subsequent categorizer. 


29 


(Original) The system of claim 28, further comprising 
means for signing up on a web site as an authorized user. 


Rejected, 

Willi nn tn 
v v inn ly n-j 

Cancel 


Obvious, 

nnn- 

1 \KJ\ 1 

statutory 
material 
(software 
per se) 


Covington, 

Pi i nrlp ri 
i u 1 1 u cm i i\a , 

Montemer 


30 


(Canceled) 


Canceled 
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# 


DESCRIPTION 


STATUS 


BASIS 


PRIOR ART 


31 


(Previously Presented) The system of claim 28, further 
comprising means for ordering the displayed search results 
based on a user selectable order. 


Rejected, 
Willing to 
Cancel 


Obvious, 
non- 
statutory 
material 
(software 
per se) 


Covington, 
Pundarika, 
Montemer 


32 


(Original) The system of claim 28, wherein means for 
categorizing comprises means for signing up on a website 
as a categorizer and means for categorizing a plurality of 
items corresponding to one or more of the plurality of 
predetermined categories. 


Rejected, 
Willing to 
Cancel 


Obvious, 
non- 
statutory 
material 
(software 
per se) 


Covington, 
Pundarika, 
Montemer 


33 


(Original) The system of claim 28, further comprising 
means for charging a fee for initiating the search for the one 
or more items. 


Rejected, 
Willing to 
Cancel 


Obvious, 
non- 
statutory 
material 
(software 
per se) 


Covington, 
Pundarika, 
Montemer 


34 


(Original) The system of claim 28, further comprising 
means for assigning points to a categorizer based on 
number of users who have searched an item categorized by 
the categorizer. 


Rejected, 
Willing to 
Cancel 


Obvious, 
non- 
statutory 
material 
(software 
per se) 


Covington, 
Pundarika, 
Montemer, 
Robinson 


35 


(Original) The system of claim 34, further comprising 
means for compensating the categorizer based on the 
assigned points. 


Rejected, 
Willing to 
Cancel 


Obvious, 
non- 
statutory 
material 
(software 
per se) 


Covington, 
Pundarika, 
Montemer, 
Robinson 


36 


(Original) The system of claim 28, further comprising 
means for positioning the categorizer on a favorable screen 
position of a display screen, based on the assigned points 
to the categorizer. 


Rejected, 
Willing to 
Cancel 


Obvious, 
non- 
statutory 
material 
(software 
per se) 


Covington, 
Pundarika, 
Montemer, 
Robinson 


37 


(Original) The system of claim 28, wherein at least one of 
the plurality of predetermined categories relates to a 
product or a service. 


Rejected, 
Willing to 
Cancel 


Obvious, 
non- 
statutory 
material 
(software 
per se) 


Covington, 
Pundarika, 
Montemer, 
Robinson 


38 


(Previously Presented) A system for categorizing an item to 
be searched by a user in a computer network comprising: 

• means for accessing a web site by an authorized 

GdlcgUf IZcl , 

• means for identifying the item to be categorized; 

• means for displaying a category from a plurality of 
predetermined categories stored in a database 
accessible by the web site; 

• means for selecting a category from the displayed 


Rejected, 
Willing to 
Cancel 


Obvious, 
non- 
statutory 
material 
(software 
per se) 


Covington, 
Pundarika, 
Montemer 
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# 


DESCRIPTION 


STATUS 


BASIS 


PRIOR ART 




plurality of predetermined categories by the 
authorized categorizer; 

• means for displaying cost and incentive for the 
authorized categorizer for the selected category; 

• means for applying the selected category to the 
identified item by the authorized categorizer; 

• means for storing the identified item, the applied 
category, and the authorized categorizer in the 
database; 

• means for providing incentive to one or more 
categorizers based on number of users who have 
selected an item categorized by the one or more 
categorizers; and 

• means for sharing the incentive among an early 
categorizer and a subsequent categorizer whose 
subsequent categorization is based on the 
categorization of the early categorizer and 
allocating the incentive between the early 
categorizer and the subsequent categorizer. 








39 


(Original) The system of claim 38, further comprising 
means for signing up on a web site as an authorized user. 


Rejected, 
Willing to 
Cancel 


Obvious, 
non- 
statutory 
material 
(software 
per se) 


Covington, 
Pundarika, 
Montemer 


40 


(Previously Presented) The-system of claim 39, further 
comprising 

• means for selecting a category from a plurality of 
predetermined categories; 

• means for selecting a categorizer from a plurality 
of categorizers; and 

• means for initiating a search for an item in the 
computer network corresponding to the selected 
category and the selected categorizer. 


Rejected, 
Willing to 
Cancel 


Obvious, 
non- 
statutory 
material 
(software 
per se) 


Covington, 
Pundarika, 
Montemer 



Appeal Brief: Winter 10/805,888 (3/22/04) 



Page 13 



SUMMARY OF CLAIMED SUBJECT MATTER 



Not required, because this appeal is being filed by an appellant who is not represented by 
a registered practitioner. 

It is believed that the underlying essence of this section of the appeal brief is served 
within the arguments addressing obviousness, in a section entitled "What Pinpointer 
Accomplishes," which begins on page 18 of this document. 

If it is allowable under the rules of appeals, the reader will probably also find it useful to 
explore the web site where the invention is embodied, at www.pinpointer.net. While not 
yet launched into full production as of this writing, the site could help flesh out 
operational and functional points that may not come across as clearly in written form. 

If a further written summary would be helpful, please provide general guidance on what 
this should contain, and I will attempt to provide one. 

In addition, the reader may find it convenient to scan the Status of Amendments section, 
which is a matrix showing in side-by-side format each claim, including claim number as 
well as claim text, along with its status and any reason(s) for rejection, plus a cross- 
reference to the prior art cited by the examiner. 

If the reader also consults the main patent application, it should be noted that a significant 
amount of relevant disclosure and description of the invention is to be found in the 
preliminary application, which was extracted from the design specification that was used 
to build the system in which the invention is embodied. (Lack of awareness of this 
supplemental information has caused confusion in the past.) 
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GROUNDS OF REJECTION TO BE REVIEWED ON APPEAL 



Not required, because this appeal is being filed by an appellant who is not represented by 
a registered practitioner. 

The following information is offered in the hope that it may fulfill essentially the same 
function as a registered practitioner's description of grounds of rejection to be reviewed 
on appeal, although expressed in layman's terms. 

• The primary ground for rejection that is being appealed is obviousness (per 35 
USC ? Title 103). 

• A finding of vagueness or indefiniteness (per 35 USC, Title 112) in the 
formulation of one claim is also being appealed. This latter appeal consists only of 
the provision of additional information and a request for guidance. 

For the sake of convenience, the reader may also wish to refer to the Status of 
Amendments section, which is a matrix showing in side-by-side format each claim, 
including claim number as well as claim text, along with its status and any reason(s) for 
rejection, plus a cross-reference to the prior art cited by the examiner. 
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ARGUMENTS: OBVIOUSNESS 



The arguments contained in this section pertain to the claims rejected by the examiner 
under 35 USC, Title 103 for obviousness. They primarily address claim 1. 

They also apply to claims 2 through 18, primarily on the grounds that while these 
subsequent claims are not novel enough to be patentable in their own right, they are 
reasonable elaborations and significant supplements to claim 1, and should therefore be 
allowed if claim 1 is allowed. In addition, based on guidance from the Patent Office, I 
would be willing to consider incorporating one or more of these claims into claim 1 . 
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BACKGROUND AND CONTEXT 



First, I regret that I must ask the Patent Office's indulgence in reviewing a brief that has 
not been prepared by a patent attorney. After utilizing professional counsel to file my 
initial claims and respond to a long string of office actions, I'm afraid I've run out of 
money. 

In one or two places within the context of my arguments, I will request the guidance of 
the Patent Office on an issue in which my layman's knowledge is admittedly deficient. I 
hope this will not be considered inappropriate. I am not asking the Patent Office to 
formulate my claims for me, just to provide a few words of general guidance in a reply; 
or if this is not appropriate, to refer me to a source where I can find the guidance I need. 

Two other context-setting items should be noted before I launch into the main body of 
my arguments: 

• Throughout the course of this document, I will be referring to my invention as 
Pinpointer. This is the name of the Internet service in which the invention is 
embodied, and it tends to roll much easier off a layman's tongue than terms like 
"the present invention," or whatever is more customary technical usage. If it is 
appropriate under patent Office regulations and procedures, I would urge the 
reader to access and explore Pinpointer at www.pinpointer.net, where its 
operation as well as its underlying essence may be easier to understand than in my 
attempts to describe it verbally. 

• An additional resource that the reader may find useful as an elaboration of the 
context into which the invention fits is an electronically published article of mine 
entitled "Breaking Through the Walls: Realizing the Internet's Potential, from 
Politics to the Arts." This article can be found online at 
www.notesinbottle.com/walls.htm. 

Please note that the article employs a novel exposition structure, in which the 
reader sees summary-level statements, then clicks a button labeled "Read" to go 
to the section of actual writing that a given summary statement encapsulates. 
Please be sure to click these buttons if you want to go beyond a summary level. 

If a paper version of this article would need to be submitted in order to be 
considered, please notify me to that effect, and I will provide one. 
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BASIS FOR THE APPEAL 



I feel I have no choice but to appeal, because consistently over a span of years, I have not 
seen the criteria for evaluating the novelty of my invention go beyond a simple inventory 
of its components. 

I believe that under the standards that have been used to evaluate my claims up to his 
point, the internal combustion engine could never have been granted a patent — because, 
for example, the internal combustion engine is based on the combustion of petroleum 
products to move pistons, and pistons were already in use in steam engines, while 
petroleum products were burned in kerosene lamps. 

I have been told by more than one patent attorney that a valid test of novelty should also 
include determining whether an arrangement of pre-existing components enables an 
invention to do something significantly new or better. 

The purpose of my appeal is primarily to request that this type of test be applied to my 
invention (which, as previously noted, will be referred to throughout this brief as 
Pinpointer). 



WHAT PINPOINTER ACCOMPLISHES 



The following description is intended to more fully amplify and clarify the business and 
functional context in which Pinpointer operates, as well as the benefits it provides. 

While I have disclosed everything in my patent application that would be needed by a 
person of ordinary skill in the field to build and launch a service like Pinpointer, I did not 
go into great depth in describing the business conditions under which Pinpointer will 
operate, or elaborating the markets it will serve and in which it will come to prominence. 

The main reason I did not do this was that I did not feel it would be appropriate in a 
patent application. I believed that for me to elaborate on business considerations of this 
type would be like the inventor of the internal combustion engine including marketing 
data in his patent application on what types of people might be likely customers for an 
automobile — the kind of thing that potential investors would be interested in reading, but 
not a patent examiner. 

Another factor had to do with the business context in which I found myself. As will be 
shown in more detail in subsequent pages, Pinpointer is designed to be an industry- 
changing service. At the time I filed my application, I believed I would need to establish 
near-term cooperative arrangements, and potentially even obtain investment funding, 
from some of the very entities that my invention is designed to eventually overtake in the 
marketplace, such as record companies and magazines. This made it inadvisable to 
describe more than was necessary about my long-term strategic intentions in a published 
public document that potential near-term partners would be likely to read. 
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However, in assessing the degree of non-consideration that has been shown thus far to the 
business and functional problems Pinpointer solves, it seems only reasonable to consider 
the possibility that some of the problem may have been in my own previous 
communications, if I missed an opportunity to elaborate these considerations in a degree 
of detail that might have improved comprehension, or could have simply added more 
stress and emphasis to key concepts in a way that might have made the business and 
functional context and issues harder to overlook. 

To avoid any possibility of continuing such an error, I will describe the business and 
functional context more completely now. 

Essence of the Invention 
Problems Solved 

The most important function of Pinpointer is to enable the Internet to be a viable 
alternative to existing media outlets, like record labels and magazine publishers, and 
ultimately to supersede them, by: 

• enabling consumers to find content that is better matched to their individual tastes 
than what is offered by existing media outlets, and 

• enabling more content creators to connect with their natural markets. 
Initial Enabling Insight 

Directly or indirectly, most of Pinpointer's capabilities arise from the insight that in the 
final analysis, the most important business service that record labels, magazine 
publishers, and other contemporary media outlets perform is to match content to tastes. 

Although the significance of this function currently goes unacknowledged (virtually no 
existing record label, publishing house, movie studio, or other media company would 
describe its core business function in this manner), it is essential for the successful 
dissemination of content on any scale, whether in traditional form or via the Internet. 

It is also virtually the only function that media businesses are not currently in the process 
of shedding. Today, the creation of the product is typically left to other entities — whether 
bands, authors, or independent movie directors and producers — as is manufacturing and 
distribution and even, to an increasing degree, financing. 

The function of matching content to tastes, however, remains as central to the industry, 
and therefore as closely held, as it ever was. It is just not typically conceived or 
described in this manner. Record labels, for example, call the process of discovering 
content that people might like "artist development," and refer to the process of making 
people aware of its existence in the same way that nearly everybody does, as 
"marketing." 

The continuing reliance on these traditional terms and their associated ways of seeing the 
media business, rather than looking a level deeper to see the business' underlying core 
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function, has impeded the industry's ability to devise creative adaptations to the Internet 
age. 

The Necessity of Consumer-Oriented Filtering 

The music business is a good example of how the process of matching content to tastes 
works in the traditional media environment that prevails today. 

Most consumers think they are making their choices of what records to buy based on 
listening to whatever music is "out there." But in actuality, the music that consumers are 
aware of is only an infinitesimally small percentage of what is being created. Enormous 
quantities of material are continually being produced, by musicians of all types and 
styles. This material is winnowed down by the major record labels, which choose to 
release and promote only a tiny fraction of it on CD, based on critical judgments about 
how many people, and of what types, might find it appealing. The still-substantial mass 
of material that is released by record companies is then winnowed down again by radio 
stations, which choose to play only a small subset of what the record labels have released. 
Consumers then find radio stations that play music they enjoy, and make their purchases 
from among the songs they hear on these stations. 

Having this sort of effectively pre-screened subset is critical, because very few people are 
willing to rummage through large quantities of material that is unlikely to appeal to them. 

People do tend to want to expand their horizons beyond the same top-40 songs that are 
played all over the airwaves. They are very much interested in finding music that they 
feel speaks more personally to them, and even for them. They are just not willing to have 
the experience of finding this material be arduous, drawn out, or frustrating. They want it 
to be more like stumbling onto a new favorite restaurant or store — where they can 
immediately see that almost of the items offered are to their liking. 

The same principle applies to written content and other forms of media. Most people are 
interested in discovering new writers and other content creators, but not if this involves 
slogging tediously through large quantities of material they find unappealing. 

In order to provide a viable alternative to existing media companies, the Internet must do 
two things: 

• The online alternative must put users in contact with material that is not already 
available through traditional media companies. If all the Internet is good at is 
enabling people to buy content they are already aware of, it cannot be more than 
just another retail distribution channel — and traditional media companies will 
continue to form the core of the business, because they will continue to perform 
the most important business function of matching content to tastes. 

• The Internet-based option must present this new content in a way that shields 
consumers from the necessity of rummaging through large quantities of material 
they are unlikely to find appealing. It is not enough to make appealing content 
available; it is also essential to make the experience of finding it enjoyable. To 
do this, unappealing content must be effectively banished from view. 
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The current state of the Internet reflects a failure of the existing media industry to grasp 
these two key principles. 

It has been many years since visionaries began predicting that traditional media 
companies were about to be supplanted by the Internet, based on the Net's freer and more 
open distribution channels enabling the proverbial "thousand flowers" to bloom. This 
transformation has yet to occur. 

The failure has not been for lack of people trying to sell music online. An enormous 
amount of music that has been released by means outside the major record labels is 
already available on the Internet. 

The main reason for the failure has been the lack of an effective means of filtering online 
content to match tastes. 

The Limitations of Existing Internet-Based Methods 

Filtering services do not currently play a significant role in Internet distribution of media 
content, because no truly viable service of this type exists today. 

The following are the main types of filtering systems currently available for web content, 
along with some of their most salient shortcomings. 

Collaborative Filtering 

This is a method in which users evaluate and score content, and items are ranked for 
presentation to the user based on a tallying of e valuators' scores. 

The core problem is that the evaluators are implicitly considered equal, when in actually 
not all evaluators are equal. The material that large numbers of undifferentiated 
evaluators agree on actually tends to represent a lowest common denominator. 

To expect users to flock to material chosen by such a method would be analogous to 
expecting listeners to be drawn to a radio station that determined its play lists simply by 
playing the songs that other stations played most, when what people actually want is the 
distinctive taste and judgment of a skilled radio programmer. 

This is especially true when people are looking for music that is not already available 
through traditional media companies — the only kind for which the Internet can truly 
supersede the existing industry. People require this kind of content to appeal to more 
specialized tastes (and in their view, more refined ones), not to more common ones. 

Another key flaw of collaborative filtering is that is too vulnerable to "gaming the 
system." The early stages after content appears in a system of this type are crucial in 
determining which new songs rise high enough on the list to be visible to a more general 
audience. But at this early stage, it is easy for bands that may not be particularly 
talented, but whose members happen to have a lot of friends, to garner enough positive 
reviews to effectively push aside more genuinely capable, but less gregarious, musicians. 
The more talented musicians then never bubble up close enough to the surface for more 
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general audiences to become aware of their existence, and for this broader population to 
begin providing feedback that is less biased and more useful to consumers at large. 

Recommendation Lists 

To their credit, recommendation lists make the important leap of allowing users to 
specify someone whose tastes they trust. Unfortunately, the recommendation lists 
currently in existence do not allow users to concurrently choose a content category. 

Most lists of this type (for example, those on MySpace or in iTunes' Celebrity Playlists) 
are not organized into meaningful subcategories. Even when they are, the user cannot tell 
what categories will be available until after he gets to the recommender's list. This 
arrangement renders a more centralized service on the scale that would be needed to 
represent a significant alternative to existing media companies unfeasible, because it 
unavoidably entails trips from the central page to individual recommenders' pages that 
are wasted, since the user finds only upon arrival that nothing of the particular type he 
wanted has been recommended there. 

In addition, such systems tend to require the user to first know that a given "taste maven" 
exists and is worth consulting, in order to be able to go to an online page laying out this 
person's picks. This effectively eliminates large numbers of potentially valuable 
recommenders from consideration. 

Push-Based Automated Recommendations 

In services of this type, a computer program detects patterns among users' choices, 
searches a database to learn what other items have been chosen by users who have 
selected the item chosen by the current user, and then recommends these other items to 
the current user. 

While such services can be useful within their limitations, they are inherently restricted to 
making inferences based on past activity and patterns. They do not do a good job of 
handling what a given user wants right now — so that, for example, if a user has selected 
only classical music to date, they will not recommend country music today, even if that is 
what the user really wants at the moment. 

In addition, because they are push-based advertising, these services are ultimately in the 
same category as junk mail (just a very well-targeted form of junk mail). They would 
need to be pull-based (i.e., presenting content in a manner that is actively sought out by 
the user, like the Yellow Pages) in order to render the experience of finding music online 
satisfying enough to users for the Internet to provide a viable alternative to the existing 
music business. 

The Net Effect of Existing Methods' Limitations 

Because none of the above methods does as good a job of matching content to tastes as 
traditional methods of utilizing the judgments of people in record companies and radio 
stations, none of them has made possible the rise of a major "go to" location to find new 
music online. 
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The result is that while music by existing megastars whose creative output is under the 
control of major record labels is easy to find, the process of finding independently 
produced music (the kind on which an alternative to the existing music industry would 
need to be built) remains difficult and frustrating. The problem is not that there is too 
little independent music available, but that within this realm, users are subjected to far too 
much material that does not align with their tastes. 

In essence, for today's Internet user, the experience of looking for new, "undiscovered" 
music is like walking into a music store the size of a hundred Wal-Marts, where none of 
the CDs for sale are organized in any discernible manner, all of them are in plain brown 
wrappers, and the only way to check them out is to slowly and painstakingly play each 
song in its turn. 

As long as the Internet fails to offer consumers a viable pre-screening alternative to 
buying music that they have already heard of through the content-and-taste matching 
actions of major record labels and radio stations, it cannot be anything more than an 
adjunct to the existing music business. 

How Pinpointer Fills the Filtering Void 

Pinpointer alters the underlying equation. By enabling users to choose recommenders 
whose tastes they trust, in much the same manner that they currently choose radio 
stations that broadcast music they tend to enjoy, or magazines that publish freelance 
articles they tend to find interesting, Pinpointer gives the Internet one metaphorical "leg" 
to use in catching up to existing media outlets. 

Pinpointer provides the other leg by simultaneously enabling the user to specify the type 
of music or other content he is interested in at any given moment. In this area, Pinpointer 
enables the Internet to not just equal, but surpass existing media outlets, because of its 
greater immediacy in meeting his interests. For example, if the user wants to hear a 
particular type of song — female or male lead vocalist (or entirely instrumental), slow or 
fast, etc. — he no longer needs to passively wait until something of this type happens to be 
aired in its allotted time slot on a radio station's playlist. He can go immediately to songs 
having these characteristics. 

In addition, the characteristics that the user can specify include not only traditional 
criteria like genre (e.g., Classical, Pop, Rock, Hip-Hop, Country, Jazz), but also 
categories that describe what subjects songs are about (love, death, freedom, trucks, beer, 
dogs, etc.), what instruments they feature, or what types of circumstances they would be 
appropriate in (for example, a long road trip or a romantic evening for two). 

More significantly, Pinpointer improves the content filtering function by solving certain 
underlying structural problems of traditional media companies. 

Increasing the Pool of Reliable Filterers 

One key structural problem that afflicts virtually all contemporary media companies is 
the economic unfeasibility of hiring enough people to competently assess all the material 
that is submitted for consideration. 
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As a result, the biggest barrier that most musicians face today is not that record 
companies reject their demos as being of insufficiently high quality, but that they cannot 
get anyone at the record labels to even listen to them. Likewise, at publishing 
companies, unsolicited manuscripts, if they are accepted at all, are read by only the most 
junior-level personnel on hand — most often unpaid interns. Many publishers have tried 
to offload the task of evaluating manuscripts to literary agents, but all this has actually 
done is overload the agents. 

It is widely acknowledged that existing media companies overlook a good deal of talent 
and high-quality material that would appeal to significant and lucrative markets. The 
music industry's belated recognition of the talents of, for example, Bonnie Raitt and 
various contestants in the American Idol television program provides a striking 
commentary on the existing industry's limitations. 

However, the hard fact is that it is not economically feasible for media companies to pay 
more people to evaluate material than they do today. (If it were, one or more companies 
would have done it.) 

Pinpointer changes this aspect of the media business by substituting an unlimited number 
of independent, entrepreneurial content evaluators beating the bushes for new material, in 
the knowledge that, if people find it through their recommendations, they will be 
economically rewarded — and potentially, quite handsomely. 

In the area of music, these content evaluators will range from noted critics and writers for 
publications like Rolling Stone and Entertainment Weekly (a significant number of whom 
have already expressed interest in screening material for Pinpointer) and currently 
popular musicians, down through music writers for local alternative newspapers, people 
who book bands for clubs, savvy record store clerks, even popular bloggers on services 
like MySpace and Facebook. 

An Environment that Rewards Many Types of Recommenders 

In this environment, it is only natural for "big name" content screeners to ultimately be 
the ones whose recommendations people most often seek out. However, it is important to 
ensure that lesser-known "foot soldiers" are also fairly compensated for their 
contributions. The latter are needed to provide the initial filtering for a chain of 
successively better-known entities. If the lesser-known entities stopped performing their 
necessary screening functions, the big names would be left without a viable way to focus 
on material with a higher likelihood of meeting their standards, and they would return to 
simply reviewing material that had been pre-filtered by the existing music industry. The 
independent distribution model would then collapse. 

To prevent this from occurring, Pinpointer has designed an equitable way to compensate 
screeners whose recommendations bring content to the attention of the big names to 
whom most people will ultimately turn for most of their recommendations. 
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Other Ways that Pinpointer Provides Better Value to All Participants 

By enabling more people to evaluate content and match it to tastes, and by enabling users 
to say more precisely what they are currently looking for (e.g, classical horn concertos 
that would be good for a dinner party), as well as by enabling them to specify whose 
tastes they trust, Pinpointer provides consumers a significantly better way to find what 
they really want — as opposed to just settling for what a lot of other people have chosen 
(and may also have just settled for). 

The Pinpointer model also enables the people who play the most significant roles in 
making music available to be compensated more appropriately, correcting a number of 
defects of the existing music industry: 

• In the existing music industry, even the top recording artists are paid little or 
nothing for the sales of their CDs. (Recording artists make virtually all their 
money from concerts.) 

• Knowing that the recording artists gain little benefit from legitimate sales of their 
work is a powerful rationalization for consumers to download music illegally. 

• In the existing music industry, even the most respected critics, reviewers, and 
music writers tend to be poorly paid. 

In Apple's iTunes, the primary online venue of the existing music industry, for each song 
sold for a flat 99 cents, about 65 cents goes to the record label, and about 34 cents goes to 
iTunes. 

With Pinpointer, where the expenses of artist development and marketing (matching 
content to tastes) are eliminated by using independent, entrepreneurial taste mavens, the 
99 cents taken in for each song can be split as follows: 

65 cents to the recording artist 

25 cents to the recommending "taste mavens" 

9 cents to be split between Pinpointer and the download service from which the song 
was purchased. 

In other words, Pinpointer gives everyone a better deal. 

True, Pinpointer and the download site do not get as much per song as record labels and 
iTunes currently do — but both are more than happy to accept this smaller share of a larger 
market. 

Synopsis 

Pinpointer uses an unusual insight, that the essence of what today's media companies do 
is match content to tastes, as a springboard to enabling the Internet to compete effectively 
with them. 



Appeal Brief: Winter 10/805,888 (3/22/04) 



Page 25 



Turning this initial insight into a viable service has required fashioning solutions to a 
series of previously unrecognized problems along the way. 

• Because users will not be willing to rummage through unfamiliar content, trusted 
recommenders need to pre-screen it for them. 

• Because at least initially, those who are willing to recommend unknown content 
will not be any better known than its originators, some method is needed to help 
users choose a recommender, or the service will fail. 

• Presenting recommenders in order of their popularity (claim 9) will help solve this 
problem, but: 

o Popularity needs to be assessed within an appropriately scaled subject 
area — not just a single narrow category like "Road Trip Music," yet also 
not something as broad as just "Music." Accordingly, a method of 
assessing relevance of popularity in other categories based on the "family 
relationship" of the user-specified search category to other categories 
(e.g., parents, children, cousins, etc.) was devised, and was further refined 
to enable system "tuning" to different levels for different categories based 
on adjustable parameters. This technique is described in claim 1 1 . 

o Recommenders who somehow manage to attract initial interest, but whose 
actual recommendations tend to disappoint users, will need be moved 
substantially lower on the list, if the service is to have the credibility and 
user trust required to succeed. The technique of factoring in quick returns 
back to the search results page (claim 7) was developed to accomplish 
this. 

o Lesser-known recommenders will need reassurance that the financial 
value of their efforts will not be lost when "big names" who are more 
likely to be selected by users move in and recommend the same material 
they have. An appropriate compensation system was devised (claims 1 
and 10) in order to keep the lesser-known recommenders who make the 
system possible for everyone from stopping their efforts and rendering the 
service as a whole unfeasible. 

• In order to gain acceptance as an alternative to existing media companies, the 
service needs to offer clear, readily-perceived ways in which it not only matches 
them, but also outdoes them. Accordingly, a new approach to content categories 
was developed, which enables the categories to be better aligned to the attributes 
of music that users may actually be seeking — for example, "Road Trip Music" or 
"Seduction Music" — than the simple genres that traditional media companies 
limit themselves to. 

The representation of obviously subjective judgments, such as whether a piece 
music would be likely to evoke romantic feelings, in a manner that can also be 
straightforwardly processed by a number-crunching computer, represents an 
unusual blend between objective and subjective factors (claim 2). While system 
designers normally go to great lengths to structure "hard" or objective data in 
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optimal ways, "soft" or subjective information tends to be almost automatically 
relegated to mere text — a simple, amorphous lump of characters that is unsuited 
to anything more than the simplest character-string manipulations. 

The end result of solving this series of problems is, as elaborated previously, to finally 
provide the Internet with the capabilities it needs to seriously challenge the traditional 
media industry — by enabling more people to find content they like, while at the same 
time helping more content creators to connect with their natural markets; and in the 
process, compensating all parties in a manner more commensurate with the actual value 
of their contributions. 

It is difficult to see how this could be considered a trivial achievement. 

It is also not one whose method of attainment strongly suggests "obviousness." 
Anticipating and devising solutions to a string of problems that are not generally known 
even to exist, in order to make a method feasible whose value is unrecognized at the time 
of the invention, because it depends on an uncommon strategic insight into the evolving 
nature of an industry, goes beyond the normal meaning of the term "obvious." 



RELEVANCE OF THE PRIOR ART CITED BY THE EXAMINER 



The main essence of the examiner's actions to date has been to point out that various 
components of Pinpointer existed beforehand elsewhere. 

I do not dispute that Pinpointer uses many common components. In fact, a key aspect of 
my argument is that the shared components are so common and so simple that they are 
the equivalents of bolts, rivets, and sheet metal in mechanical inventions. 

The examiner has stated that it would be obvious how to combine these elements, if 
someone wanted to do so — and he is right, up to a point. It is obvious in the same sense 
that it would be obvious how to use bolts or rivets to fasten sheet metal in the process of 
constructing, say, an airplane or steamship. 

But first, someone has to design the airplane or steamship. This is the factor that the 
examiner has not taken into account. 

Although the prior art that the examiner has cited shares many components with 
Pinpointer, all of it is incapable of accomplishing what Pinpointer does: enabling the 
Internet to provide a viable alternative to traditional media businesses, and potentially 
supplant them. My invention is what renders this objective attainable. 

Main Inventions Cited by the Examiner 

Of the examples of prior art cited by the examiner to support a finding of obviousness, 
the following have relevance to Pinpointer's primary functions. 
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Covington: One-Size-Fits-All "Right Answers" and Custom Commissions 

Overall Nature of the Invention 

Covington, the inventor whom the examiner references first and most frequently, 
describes a system whose main essence is having a single, non-selectable entity (whether 
an individual, an ad hoc group, or a more formalized organization) determine what the 
user should be presented with when seeking content within a particular category. 

This arrangement is well adapted to the needs of a company seeking to provide controlled 
and consistent information to its employees, as Covington describes in his application. 
However, it is fundamentally unsuited to consumer media, where no one's judgment of a 
song, an article, or a piece of audiovisual material can be considered "correct" or 
appropriate for all users. 

Covington's invention is also more poorly suited to consumer media than a much better- 
known service based on the same principle of a single content gatekeeper, which has 
been in existence longer: About.com. Far from teaching Pinpointer anything about how 
to supplant existing media companies, About.com is an example of prior art whose 
limitations were specifically elaborated in my patent application as an example of why 
Pinpointer is needed. 

One aspect of Covington's design that that the examiner has held to be especially 
pertinent to Pinpointer is an accessory feature that enables someone (who may or may not 
be the end consumer of the content) to designate a particular expert as being someone 
whose judgment he trusts. 

However, in Covington's invention, this trusted expert does not perform the crucial 
behind-the-scenes filtering function on which the successful dissemination of consumer 
media content depends. Instead, Covington's selectable expert creates new content, in 
cases where the existing database has failed to provide a satisfactory answer to a user's 
question. 

This is simply a web-based version of a function that was in existence for centuries 
before Covington's birth: the commissioning of someone to perform custom work, like 
commissioning Mozart to write a new symphony, or commissioning Michelangelo to 
paint frescoes on the ceiling of the Sistine Chapel. 

While it is possible that the Internet age may open up a small niche market for humorous 
ditties composed in honor of, say, birthdays or workplace events, the notion of a system 
of one-off, custom works making serious inroads into the existing record businesses is 
unworkable on its face. 

Thus, overall, Covington's is simply another invention making use of common practices, 
such as seeking out the opinions of people we trust. The fact that it does so online does 
not in itself make it a source of guidance for Pinpointer. 
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Specific Features Referenced by the Examiner 

The examiner has identified a number of components of Covington's invention that are 
similar to ones utilized in Pinpointer. They include the following, whose commonality is 
not disputed: 

• Storing a set of categories that can be used to describe content. 

• Assigning content to these categories. 

• Displaying search results. 

• Displaying more information when an item is selected from a set of search results. 

The examiner also describes certain other purported similarities between Covington and 
Pinpointer that do not stand up to closer examination: 

• Displaying content categories. (NOTE: Here, Pinpointer's claim could be 
clarified by adding "to the user." I thought this was clear from the context of the 
claim, but if there is any confusion about it, I am certainly willing to add the 
further clarification to the claim.) The section of Covington's application that the 
examiner cites, paragraphs 0045 and 0047 (see office action, page 7), does not 
describe displaying categories at all. It is about a Database Manager's activities 
of posting, indexing, and cross-referencing the content items on a web site. As 
part of these activities, he may create a new category, but there is nothing in the 
cited paragraphs about displaying pre-existing categories — not to the Database 
Manager, and certainly not to the user. 

• Sharing incentives among early and late categorizers. Here, the examiner cites 
Covington's paragraphs 0044 and 0046, which are also about something entirely 
different — a Database Manager maintaining the information in a database, 
including ensuring that it is up to date. As part of this process, a Database 
Reviewer may check (and perhaps modify) the Database Manager's work, in 
Covington's words, "mostly for format or other non-substantive attributes." 

The examiner has chosen to characterize this interaction as an example of two 
people categorizing the same item in the same way. Later in his findings, he will 
go on to combine this with another invention's method of sharing fees to declare 
Pinpointer's sharing of incentives among early and late categorizers obvious. 
However, the examiner has made an unwarranted assumption. 

Nothing either explicit or implicit in Covington's description suggests that the 
Database Manager and Database Reviewer might ever make separate 
categorizations of a content item. In fact, it would be highly illogical for 
Covington's Database Reviewer to re-categorize an item in exactly the same way 
as the Database Manager, since it would require extra effort, and nothing would 
be gained from the action. Even if the Database Reviewer were to separately and 
independently concur with the Database Manager's categorization, there is 
nothing in Covington's description to suggest that any record would be made in 
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the system of two separate categorizations. Thus, there would be nothing in 
Covington on which to base a later sharing of credit as described in Montemer. 

Relevance of Citations to Novelty 

The latter two Covington components, which do not in any reasonable sense correspond 
to the Pinpointer functions the examiner has used them to reject, should be removed from 
consideration on that basis. 

Of the four specific functional components cited by the examiner that are indeed shared 
by Pinpointer and Covington, three do not shed any useful light on the essence of the 
work that Pinpointer performs. These include establishing categories that can describe 
content, and displaying and choosing from search results. 

In actuality, these three are just marginal accoutrements of searching, and have little to do 
with the search itself. If the search is to be directory-based (like Pinpointer or the 
original Yahoo search, rather than based purely on freeform typing of search criteria, like 
Google), then it goes without saying that there must be pre-defined content categories. 
As for displaying search results and enabling the user to click on them to get more 
information, of course these also have to be present, because immediately displaying the 
content items themselves, without enabling the user to first choose among them based on 
summaries, would be unwieldy. Finally, regarding moving from summary descriptions to 
the content items themselves, what would be the point of a search if it did not have the 
capacity to present its ultimate results? 

The only aspect of Covington's invention that touches on core elements of searching is 
the process whereby a human Database Manager applies a category to a content item. 
However, this in itself is not sufficient to connect users with content they are likely to 
enjoy, because it fails to accommodate different users' varying tastes. Instead, it reflects 
precisely the kind of one-size-fits-all approach that was highlighted in my patent 
application as a key reason why prior art like About.com is inadequate. 

By itself, therefore, Covington's invention has nothing significant to teach Pinpointer — 
whether in the attainment of its broader purpose of providing a viable online alternative 
to existing media businesses, or within the more limited realm of enabling users to find 
the kind of Web content they will enjoy. 

Pundarika: Users Reading Textual Reviews 

Overall Nature of the Invention 

Pundarika' s invention is an online bookstore that is intended to be more convenient for 
users to browse. One auxiliary service it provides is easy online access to book reviews. 

The examiner has cited Pundarika as an example of relevant prior art because it has users 
relying on the judgments of trusted third parties in determining what content they might 
find appealing. 
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Specific Features Referenced by the Examiner 

The examiner has cited the following Pundarika components as being shared by 
Pinpointer. Their common use is not disputed. 

• User selection of a category in which he seeks to find content. 

• Displaying people who have made taste judgments within a user-specified 
category. 

• Selecting a particular "taste maven" whose recommendations the user trusts. 

The following purported commonality of functionality cited by the examiner is what 
needs to be reassessed: 

• Initiating a search for content items based on the category and taste expert 
specified by the user. 

The issue here is that what Pundarika' s invention actually finds is not a content item the 
user seeks, but rather a review of the content item, which the user must then read to 
determine if he might be interested in the content item itself. 

Relevance of Citations to Novelty 

The components whose commonality between Pundarika and Pinpointer are uncontested 
are as common as nuts and bolts in mechanical inventions. 

• Users have been selecting categories in which they wish to find content from 
library card catalogs, The Reader's Guide to Periodical Literature, software 
"Help" lookup screens, and indexes included in everything from automobile 
owners' manuals to federal regulatory documents for many, many years. 

• Choosing a particular individual for a recommendation on potentially desirable 
content is likewise no different from common practices such as consulting Gene 
Shalit or Ebert & Roeper about the merits of a movie. 

As for the contested component, being guided to a review is different in a fundamental 
way from being guided to pre-screened content items themselves, because with reviews, 
all the "heavy lifting" of filtering still needs to be done by the user, after reading and 
assessing the reviewers' verbiage. 

When dealing with large volumes of material, of which 90% or more typically will not 
meet the user's tastes, requiring a user to read a review of every single content item 
before it can be eliminated from consideration is simply not a viable filtering mechanism. 
The volume of the available material is too overwhelming for this. 

As noted earlier, to provide a viable alternative to existing media companies, an online 
service must provide an environment in which the user does not to have to even be aware 
that content exists, unless there is a good chance he will find it appealing. The 
unappealing content must effectively disappear from view, as it does when filtered by 
today's media companies in the traditional model. 
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Because Pundarika's invention cannot provide the kind of immediate, effortless filtering 
that is performed behind the scenes on the user's behalf by traditional media companies, 
it cannot serve users' interests as they do, and therefore cannot enable an online 
alternative to take their place. 

Even within the more limited context of searching the Internet, a substantial amount of 
filtering must be performed behind the scenes in order for a service to be viable. The 
Internet encompasses vast and ever-growing amounts of material, and to expect users to 
read traditional textual reviews of this material as a means of filtering would require far 
too much time and effort on the part of the user (a type of exercise that is sometimes 
referred to as "boiling the ocean") to ever be considered a practical approach. 

A Possible Objection by the Examiner 

To anticipate a potential objection to this line of reasoning, it is possible the examiner 
might contend that if someone wanted to go straight to the content that has been 
reviewed, rather than to the reviews that Pundarika provides, it would be obvious how to 
modify Pundarika's invention to do so. However, such a contention would not only 
ignore the question of where the motivation to make such a modification would come 
from, it would also run into a number of practical issues involving implementation. 

• At the tactical level of how to combine components, modifying Pundarika's 
invention to bypass the need for the user to read reviews, and instead go straight 
to appropriately filtered content items themselves, turns out to be neither simple 
nor obvious. 

o A simple link from the reviewer's results set to the content item would not 
provide the needed filtering effect, because the reviewer could as easily 
have written a scathing critique of an item as a recommendation of it. 
Merely seeing content items that a taste expert has reviewed, without 
knowing the essence of these reviews, is of no value to the user. 

o Translating the reviewer's assessment of an item into a simple Like/Don't 
Like evaluation might work for unknown, ordinary users, but not for the 
better-known critics whom users would more typically want to select. 
Reviews by major critics tend to be nuanced and complex. For example, a 
critic might describe a new movie by a prestigious director as being 
superficially entertaining, but lamentably unsatisfying on any deeper level. 
Such a critic will not want his subtle and carefully worded observations 
"baby talked" down into a simple declaration of "I liked it" or "I didn't 
like it." 

o It might be thought that the text of reviews could be somehow scanned by 
the computer to determine what was being said. However, this is also 
highly problematic. 

For example, what if the user wanted material that was "wryly witty?" 
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Simply scanning review text for these words would not produce a useful 
result. In reviewing hypothetical author John Smith's book, The Reason 
for Everything, a critic might have written the following: 

Dorothy Parker once observed of a new release by a major author, 
"This is not a book to be tossed aside lightly. It should be thrown 
with great force." There is probably no contemporary book to 
which Ms. Parker's wryly witty observation better applies than The 
Reason for Everything. Mr. Smith's thesis is simultaneously 
shallow, ineptly stated, overblown, and four times longer than 
there is any possible justification for it to be. 

If a user were to specify the search term "wryly witty," virtually any form 
of text matching would come up with The Reason for Everything — which 
is exactly the type of content the reader does not want to have to rummage 
through. 

o Pinpointer solves the problem of accommodating the complexity of 
critic's reactions via its method of rendering subjective descriptions that a 
critic might embed in the text of a traditional review, such as "wryly 
witty," into database categories that can be easily and reliably processed 
by a computer to perform high-speed filtering on the user's behalf, as 
described in claim 2. 

o Pinpointer enables a critic to apply both positive and negative 
categorizations to a single content item, in the same complex and nuanced 
way that he would in a more traditional textual review. 

• It is unlikely that anyone would solve all the implementation-level issues 
described above by sheer happenstance. To do so requires concentrated focus in a 
number of areas where the questions themselves are far from obvious. What 
would cause a person to devote so much mental energy to the task, other than the 
insight that there is something fundamentally inadequate about reviews as they 
are traditionally known, when these are applied to the task of helping users find 
unfamiliar online content that they might like? 

Pundarika certainly does not acknowledge this, because he uses traditional 
reviews. 

Who does acknowledge the deficiency? 

Thus, it is not obvious at all how to move away from having the user perform all the 
work of filtering himself, after reading Pundarika- style reviews, and advance to a service 
that pre-screens it for him, as Pinpointer does. 

It should also be noted that this holds true regardless of whether Pinpointer's function is 
considered in its more fully-elaborated business context of supplanting existing media 
businesses, or just within the more limited context of enabling users to find content they 
are likely to enjoy on the Internet. 
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On balance, therefore, Pundarika cannot be said to do anything more than touch 
tangentially on the technique of relying on trusted taste experts to find material the user 
might enjoy. By itself, it does not teach Pinpointer anything of significant value. 

Robinson: Automated Taste Matching Involving Some User Choice 

Overall Nature of the Invention 

Robinson's invention has a good deal more ability to facilitate Internet-based distribution 
of content than either of the other examples of prior art cited by the examiner that have 
been addressed to this point. This is primarily because Robinson does much more than 
the other two to perform the crucial filtering function, and does so in a way that 
acknowledges that different users have different tastes. 

Robinson's system is based on "taste clusters," which reflect relationships between liking 
some items and liking other items. However, this system is ultimately an example of the 
approach whose limitations were called out in an earlier section of this document entitled 
"Push-Based Automated Recommendations," within the larger section on "The 
Limitations of Existing Internet-Based Services." In fact, Robinson's invention might 
even be the source of well-known existing automated recommendation systems, such as 
Amazon.com's, that are based on the principle of "if you liked that, you may also like 
this." 

Robinson does mention the possibility of users actively selecting taste-based content 
clusters as a way of exploring new material, but this can only actually occur when the 
cluster has been created and named by a human being — which is not the case for the 
majority of clusters. Even in the subset of cases where the user has the ability to actively 
specify a cluster, all that the user can actually base his choice on is the cluster's name. 
He has no way of differentiating between one cluster with a highly appealing name 
whose contents he would find thoroughly unappealing, and another cluster with a dull or 
unappealing name whose contents he would greatly enjoy. 

Robinson's answer to this problem is to present the names of the clusters in a sequence 
based on conformance with other choices made by the user — i.e., more of the principle of 
"if you liked that, you may also like this." 

On balance, although it has undeniable utility in facilitating online distribution of creative 
content, Robinson's invention is ultimately nothing more than the kind of automated 
recommendation system whose inadequacies were elaborated at length earlier in this 
brief, in the section on "The Limitations of Existing Internet-Based Services." 

Specific Features Referenced by the Examiner, and Their Relevance to Novelty 

The examiner's specific references to Robinson's invention and what it was adjudged to 
teach Pinpointer consist of the following: 

• The examiner states that Robinson teaches Pinpointer the practice of paying taste 
experts based on the degree to which their recommendations are consulted by 
users. 
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This is actually something that has existed in media culture since long before the 
emergence of the Internet. For example, reviewers of books, music, and movies 
in the print media have traditionally been paid based on how large a readership 
they attract to the newspapers and magazines for which they write. In the more 
modern era, television entertainment critics' salaries are tied directly to the 
number of viewers their TV news segments attract. Robinson's invention, while 
useful in numerous ways, does not teach anything noteworthy in this area. 

• The examiner states that Robinson teaches Pinpointer the technique of sequencing 
reviews of online content according to "the degree to which each individual user 
likes a particular reviewer." The issues with this reference are that: 

o The degree to which a user is adjudged to "like" a reviewer in Robinson's 
invention is ultimately a matter of computing conformance with other 
choices made by the user — making this another variant of the "if you liked 
that, you'll also like this" principle. This is admittedly a fine way to 
sequence the initial presentation of taste experts before the user selects 
one. However, Pinpointer utilizes an entirely different initial sequencing 
method, which is based on the taste expert's general popularity. (The only 
way that Pinpointer comes to the conclusion that a user "likes" a given 
taste expert is when the user actively specifies that taste expert as a 
recommender.) 

o In Robinson's invention, the point of the exercise in which taste experts 
are presented to the user is to enable the user to self-filter content by 
reading textual reviews. This is a technique whose unsuitability for 
providing a viable online alternative to existing media companies has 
already been elaborated at some length in various places in this brief, most 
recently in the section on Pundarika's relevance. It is another technique 
that Pinpointer has deliberately steered a wide berth around. 

Since Pinpointer does not actually use the Robinson methods cited by the 
examiner in these two areas, it cannot reasonably be said to have been taught 
anything by them. 

Inventions Illustrating Miscellaneous Techniques 

The remainder of the prior art cited by the examiner illustrates techniques and methods 
that are more incidental to Pinpo inter's primary function. They consist of the following: 

Montemer: Sharing Fees from Paid Phone Directory Listings 

In his latest office action, the examiner has referenced a system in which one local 
telephone company's directory information service can split a fee with another local 
phone company's service, if a customer of one company seeks out a type of business 
listed in the other one's database. 

Without question, this example demonstrates that referral fees based on categorizations 
made in a database can be split among multiple entities. However, there was never any 
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reasonable doubt that this could be done, and anyone of ordinary proficiency in the art 
could have devised multiple ways to go about it. 

The novelty of the Pinpointer invention is in anticipating the circumstances in which fees 
must be shared, to prevent latecomer "big names" whose recommendations users are 
most likely to be consulted by users from claiming all the benefits of the valuable prior 
labor performed by "little guys" in unearthing noteworthy new content. 

Montemer has nothing at all to say about handling such an eventuality. It thus provides 
no significant guidance to Pinpointer. On balance, it is simply an unneeded illustration of 
a common function in the business world. 

Edwards: Learning About Cyber-Threats 

Edwards describes a system for monitoring Internet news sites, e-mail distributions, 
discussion forums, etc. that may contain useful information about how to protect 
computer systems and networks from malicious intrusion. A certain amount of 
categorization is performed, in terms of the type of cyber-threat, its source, etc., but not in 
any way that is substantively different from the manner in which a traditional librarian 
would categorize a book. 

This is also primarily a push-based service, whose main purpose is to send relevant 
information out to clients. It is not fundamentally pull-based, (i.e., with the user actively 
seeking out content that meets selection certain criteria). There is also no opportunity for 
the user to specify a particular analyst whose categorizations he trusts. 

It is therefore unclear why the examiner felt this had relevance to Pinpointer, or why he 
singled out paragraph 0016 in particular, other than the fact that it happens to contain the 
words "analyst," "reviews," and "intelligence" in the same sentence. 

Boyd: Arranging Meetings for Networkers 

This is a service targeted at business travelers with "down time" that enables them to 
spend their empty hours more productively, by engaging in personal and professional 
"networking." The service allows such people to post or respond to invitations to 
networking meetings. 

In the paragraph cited by the examiner (0052), Boyd notes that charging a fee for these 
activities would tend to cut down on the volume of non-serious or prank-oriented activity. 
What the examiner is apparently using this reference to establish is the time-tested 
principle that people tend to make more careful use of things they are required to pay for. 

This is another functional component that is so common that it is in the same category as 
bolts, rivets, and sheet metal. 

Gonzalez: Self-Serve Directory Listing Service 

Gonzalez' invention is a listing service enabling individuals, businesses, and other 
organizations to help themselves be found online by users who are looking for what they 
have to offer. Part of this process involves creating web pages based on templates 
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oriented around the varying information needs of different types of entities, such as 
drycleaners or churches. (For example, a price list might be a key component for a 
drycleaner, but inappropriate for a church.) 

The paragraph cited by the examiner (0106) enumerates various types of templates that 
might be created. While this paragraph does unquestionably describe various types of 
businesses and organizations, it will come as no surprise to anyone else that these types 
of businesses exist. The reference therefore has nothing more to teach Pinpointer than a 
simple inventory of business and organizational categories in the Yellow Pages would, or 
a list of business classification categories used by the Commerce Department or the 
Small Business Administration. 

Pinsonnault: Hiqh-Level Totals and Rollups 

Pinsonnault has invented a system for sharing financial information about and among 
various business partnerships. A single paragraph (0095) within the description of his 
invention is referenced by the examiner, as an example of the prior existence elsewhere 
of Pinpointer's technique of having all shares of credit on a recommendation sum to one. 

However, what this paragraph actually describes is an accounting technique of rolling up 
data pertaining to various categories into a single aggregate sum. In Pinsonnault' s 
invention, this sum would only equal one by fortuitous (and presumably rare) accident. 

Combinations of Prior Art and Their Relevance 

Although none of the prior art cited by the examiner teaches Pinpointer something 
noteworthy on its own, the examiner has adjudged that when considered together, various 
combinations of this art render Pinpointer obvious. The basis of this judgment needs to 
be reconsidered. 

Covington in View of Pundarika 

The examiner states on page 1 1 of his most recent office action that at the time Pinpointer 
was invented, it would have been obvious to a person of ordinary skill in the art to 
modify Covington's content categorizations by adding Pundarika's ability to consult a 
trusted taste expert "so that the resultant method would contain" (emphasis added) many 
of Pinpointer's functional components. 

The examiner's choice of language is illustrative. He is not in any way asserting that it 
would be obvious how to achieve all of Pinpointer's net effects. 

All he is ultimately saying is that it is obvious that combining A and B would yield A 
plus B. Since this can be said about virtually any two things, it is not an observation that 
says anything meaningful about novelty. 

What a Simple Inventory of Components Misses 

I will concede at the outset that to someone who already knew he wanted to combine 
categorizing content with selecting a categorizer, the pre-existing work of Covington and 
Pundarika can reasonably be said to have illustrated that these components did not need 
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to be created entirely from scratch. However, basing a finding of obviousness for 
Pinpointer simply on this observation excludes from consideration the difficulties 
inherent in moving from Pundarika's reviews to a workable method of filtering, as well 
as the more fundamental question of why such a combination would have been made — 
i.e., what recognition might have occurred that doing so would accomplish something 
other than simply combining components. 

The point of my invention was certainly not just to combine categorized content with 
selectable categorizers. This was only a technique. The point of the invention was to put 
people in touch with richer forms of content, such as online music and electronically 
published writing, that would meet their tastes. 

In focusing only on the components utilized, to the exclusion of any consideration of the 
purpose and results of combining them, the examiner's findings exhibit an after-the-fact 
approach to "obviousness" whose limitations Christopher Columbus once memorably 
demonstrated with an egg. 

As the reader may be aware, after his landmark voyage to the New World, Columbus had 
dinner with a group of men who at one point began belittling his discovery, on the 
grounds that anybody could have sailed westward across the ocean and discovered this 
land mass. Without answering them directly, Columbus simply asked for a raw egg to be 
brought in and put on the table in front of them. He then challenged them all to make it 
stand on end. When they had all tried, failed, and pronounced the task impossible, 
Columbus took the egg and tapped its end against the table. This broke the shell slightly 
and flattened the end, enabling it to be stood up. Columbus' detractors got the point: 
many things look simple or "obvious" only after the way has been shown. 

The examiner's responses up to this point suggest that if he had seen Columbus' 
demonstration, he would have called the technique "obvious" on the grounds that cooks 
break eggs all the time. His opinion on novelty is based entirely on working backward 
from an already-presented solution, and concerns itself with nothing more than assessing 
whether its component activities are new, or difficult to learn, or especially resistant to 
being combined. 

In a more reasonable interpretation of novelty, attention also needs to be paid to what 
non-obvious realizations have enabled the invention, as well as what non-obvious 
capabilities have resulted from it. 

Pinpointer and Columbus ' Egg 

The surface simplicity of my invention can be deceptive. Under the surface, it addresses 
certain issues, including not only those described earlier in this brief, but also others that 
have not previously elaborated, that should be considered before its novelty can be fairly 
assessed. 

One prevailing "flat Earth" mindset that my invention challenged was a widespread belief 
that search techniques relying 100% on computerized algorithms represented the future 
of putting people in touch with online content. 
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• Approaches based on utilizing human judgment were in a state of serious (and in 
the eyes of most observers, terminal) decline. Even the most promising of the 
services exemplifying this approach, About.com, had failed to attract enough 
users to mount a serious challenge to the algorithm-based search services. 

• Among algorithm-based search methods, less and less attention was being paid to 
HTML keyword tags — the means by which Web page creators had traditionally 
used human judgment to convey what their pages dealt with. Increasingly, it was 
up to the computer to determine was a page was really about. Algorithms had 
become ever more sophisticated at detecting and defeating web page creators' 
attempts to create false impressions of what their pages purportedly offered. An 
additional technique called link analysis, based on in inferring a web page's value 
from the number of other pages that reference it, had then enabled Google to 
streak to the lead. 

To most people in the field at this time, continuing to pursue methods of online content 
filtering based on the older, mostly abandoned, and generally discredited method of 
relying on human judgment appeared almost comically archaic. To the prevailing view 
of "progress" at the time, to do so was on a par with proposing that a next-generation 
fighter airplane be powered by coal. 

I recognized, though, that richer forms of content would be coming to the Internet; and 
that while algorithm-based searching was useful for gleaning simple factoids (e.g., what 
is the capital of Albania, what are the symptoms of gout) from the relatively simple web 
pages of the time, algorithm-based searching was inherently ill-suited to the more 
complex types of material that would appear. After all, how could a computer program 
decide what was a beautiful song, an insightful piece of writing, or a gripping piece of 
film? 

Thus, while Google expended large amounts of time and money exploring unproductive 
avenues like searching the closed-captioning text of television programs (not realizing 
that while this might be a fine way to find material containing the words "accountant" or 
"hamburger," not many people would actually choose audiovisual content on this basis), I 
kept my efforts focused on finding a way to more effectively utilize human judgment. 

In the end, my key realizations included the following: 

• The one area where the use of human judgment was currently on the rise, 
collaborative filtering (discussed earlier in this brief), could not accommodate 
anything other than lowest-common denominator tastes, because of its inherent 
presumption that all filterers are equal. It was also too inherently vulnerable to 
"gaming the system." 

• Human judgment had actually worked quite well in the early days of the Internet, 
when the Net was used mainly by a small set of academics for purposes like 
sharing their scholarly and scientific papers. If such a user embedded keyword 
tags in his material saying that, for example, this was a paper about 
hydrodynamics, early searching techniques enabled anyone who was interested in 
this subject to easily find his paper. 
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• What had enabled this system to function was the credibility of the person self- 
categorizing his work via the tags. A professor or researcher would gain little 
from making exaggerated claims about what his paper dealt with, while it could 
cost him dearly in terms of professional reputation and credibility to do so. 

• What had caused this early form of human judgment-based searching to fail was 
the opening up of the Internet to vast numbers of essentially anonymous people, 
all clamoring desperately for attention, and willing to make any kind of outlandish 
claims within their embedded tags that they believed might draw more users to 
their sites. 

• Most important, there was no deterrent for making unsupportable categorizations. 
The worst that could happen was that a user would go off to look at another 
page — putting the web page publisher in no worse position than he would have 
been in had he never made the outlandish claim in the first place. 

• The key to making a system based on human categorization viable was therefore 
to restore significant value to a categorizer's credibility and reputation. 

It was seeing the situation from this nonstandard perspective that enabled me to realize 
that including a factor of "who do you trust?" in the central equation was the key to 
solving the basic problem. The user had to be able to select a trusted 
categorizer/recommender, and the recommender had to receive some form of valuable 
incentive or credit when the user did so. 

Even after this part of the design was established, it proved difficult for many people to 
grasp. For example, a former executive for a major media web site who did some early 
marketing work for Pinpointer was initially very skeptical that the technique could work. 
Like most people familiar with the online world at that time, he had formed his 
impressions of incenting recommenders at a time when certain sites were paying people 
to drive sales of books with positive reviews, and he was concerned that paid 
recommendations on Pinpointer would be as valueless as these book reviews. It took a 
good bit of explaining before he could see that in Pinpointer, there would be a major 
^incentive to recommend material that was not actually of high quality, since a person 
who did this would damage his reputation, would therefore not be chosen by users, and 
would consequently lose his ability to make money. 

I also saw that the ability to choose a categorizer/recommender would need to be coupled 
with selecting a category. Otherwise, what resulted would be nothing more than 
somebody's "favorites list," which for reasons elaborated at greater length earlier in this 
brief, would be too unreliably structured to be workable as a content filter. 

On balance, my core combination of components, the most fundamental of which ran 
exactly opposite to the conventional wisdom of the time, may not have been as dramatic 
as Columbus' breaking of an egg to get it to stand on end, but it was distinctly 
unorthodox all the same. And although its effects may not have involved the discovery 
of entire new continents, they were likewise unexpected. Enabling a transformation in 
the dissemination of media is also by no means a trivial result. 
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When the examiner adjudges this combination to be obvious, he does so only after the 
creative insight has occurred and the solution has been presented, and he considers only 
whether the components were unfamiliar or difficult to combine. 

Just at this level, as has previously been elaborated, even the purportedly simple act of 
combining them actually turned out to require overcoming more obstacles than the 
examiner gives any indication of having considered, and was in any event considerably 
more difficult than tapping the end of an egg against a table. 

But more important, in pursuing this line of reasoning, the examiner has not given any 
consideration to either the novelty of the enabling insight, or the increased capabilities the 
invention provides. 

Because of these critical omissions, there is ultimately little difference between the 
examiner's assessment of my invention and calling Columbus' technique for standing an 
egg on its end "obvious," on the grounds that everyone knows how to break an egg. Both 
are "obvious" only in the lowest sense of mechanical implementation, after a novel 
analytical insight has done all the real work of discovery. 

A More Meaningful Reconsideration 

Now that the Internet has evolved along the lines I foresaw, with all manner of creative 
content being e-published on the Web, and with a great deal of recommendation of 
music, audiovisual material, and other forms of rich content now going on in social 
networking sites like MySpace, certain aspects of my invention may appear relatively 
commonplace. However, a fair definition of novelty should consider the context at the 
time the invention was created. 

There is also more than a little irony in having a service that was once considered as 
outlandish as a coal-powered fighter plane now called "obvious." (If only the logic of the 
invention had been apparent to just one of army of venture capitalists I approached for 
funding earlier in Pinpointer's development.) However, in fairness, it is not the 
examiner's fault if VCs' self-proclaimed proclivity for "hunting in packs" is more often 
only a classic banker's tendency to follow the herd. 

What is germane from a patent perspective, though, is that even with all the evolution 
that has occurred on the Internet since the filing of my patent application, the practice of 
selecting a categorizer along with a category to pre-screen content is still not apparent in 
the art. Is this indicative of obviousness? 

To arrive at a finding of obviousness, the examiner has found it necessary to combine the 
prior art of Covington and Pundarika in a way that focuses exclusively on the question of 
whether someone of ordinary skill in the art who chose to make this combination would 
be able to do so without further guidance from my invention. He has consistently 
avoided any consideration of why such a person might choose to do so, or what the 
invention accomplishes. 

Yet saying that it would have been obvious to anyone reading the patent applications of 
Covington and Pundarika how to combine choosing a recommender with choosing a 
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category is, in the final analysis, no different from saying that it would have been 
obvious to Columbus, had he read a cookbook, how to break an egg. 

In both cases, the innovation lies in recognizing how to use common techniques in an 
unconventional way to achieve a previously elusive effect. 

If a test of novelty does not recognize this aspect of innovation, then it is not a 
meaningful test. 

Covington in View of Pundarika and Montemer 

After inventorying the Pinpointer-like components that would be involved in combining 
Covington with Pundarika, the examiner turns his attention to Pinpointer's use of 
techniques that he finds similar to Montemer's methods of sharing fees among local 
Yellow Pages directory services. Continuing to utilize a component-centric test of 
novelty, he finds Pinpointer to also be obvious on this basis. 

Again, his particular choice of language (page 14 of the March 2008 office action, italics 
added) is instructive: 

At the time the invention was made, it would have been obvious to a person of 
ordinary skill in the art to modify the method of Covington in view of Pundarika 
to add the feature of providing incentives to categorizers and sharing the incentive 
among categorizers, as taught by Montemer, so that the resultant method would 
comprise providing incentive to one or more categorizers based on a number of 
users who have selected an item categorized by the one or more categorizers and 
sharing the incentive among the early categorizer and the subsequent categorizer 
is based on the categorization of the early categorizer and allocating the incentive 
between (the early categorizers and the subsequent categorizer. 

All the examiner is really asserting here is that if someone wanted to add incentive 
sharing, they would know that this could be done, based on consulting an example of 
service fees being shared in the telephone business. This is ultimately just another way of 
stating the obvious fact that combining A and B with C can be depended upon to produce 
A + B + C. 

Once again, the examiner has given no consideration to either the insight into the 
problem being addressed by the feature, or the nature of the improvement obtained, other 
than fulfillment of an apparently idle desire to add another component. 

As was noted previously, the reason Pinpointer provides for the sharing of fees is 
because of its non-obvious recognition that in a service based on user-selected content 
categories and recommenders, the "little guys" who perform the brunt of the content- 
filtering work will require special means to ensure that they are fairly compensated when 
"big names" piggyback off their efforts. Without such a capability, lesser-known foot 
soldiers will not beat the bushes looking for promising content from lesser-known 
sources; the big names will be left without a workable supply of preliminarily pre- 
screened independent material, and will end up focusing their attention on material that is 
already known to them; users will not see a significant difference between the content 
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Pinpointer puts them in touch with and content that is already made available to them via 
existing media companies; and the service will fail. 

In disregarding both the nature of the insight into the underlying problem and the 
particulars of the manner in which Pinpointer's inclusion of fee sharing enables the 
problem to be solved, the examiner has overlooked significant indicators of novelty. 

Moreover, even in just his limited focus of identifying components that are purportedly 
shared with prior art, the examiner's finding turns out to be unsubstantiated in a crucial 
way. As was elaborated in the section dealing with Covington's invention individually, 
there is no actual description, or even a remote suggestion, in Covington that two people 
would ever apply the same categorization to the same content item. Without this, the 
examiner has found no earlier and later categorizers to split credit between. Lacking such 
a foundation, Montemer's sharing of fees by local phone companies becomes doubly 
irrelevant. 

The absence of prior art showing how two categorizers might share credit for 
categorizing the same item in the same way appears to render the last sub-item within my 
claim 1 unique. This would seem to clear the way for allowance of the claim as a whole. 
And if claim 1 is allowed, claims 2 through 18, which reference it, should also be 
reconsidered. 

Other Combinations of Prior Art 

The examiner also references the inventions of Robinson, Pinsonnault, Edwards, 
Gonzalez, and Boyd in various combinations with his core components of Covington and 
Pundarika to adjudge Pinpointer to be obvious. He presents these additional references in 
the same manner as the combinations involving Covington, Pundarika, and Montemer — 
i.e., with no consideration given to the reason why Pinpointer utilizes a technique, or to 
the nature of the improvement obtained. Instead, he treats everything as just another 
component being tacked on, for no discernable purpose other than to add it to an 
inventory of components. What results is therefore nothing more than variations of the 
already- familiar and self-evident observation that adding A and B can be predicted to 
yield A plus B. 

The only difference is that as the examiner progresses farther along this path, the 
similarities to Pinpointer's functions become less and less evident, as described in the 
previous analyses of the prior art examples. In the end, he is left citing components like 
rolling up detailed amounts in an accounting system, to produce a combined sum that will 
only accidentally and rarely equal the number one, as in Pinpointer. 

The Outer Limits of Relying Exclusively on Inventorying Components 

As another way of testing the viability of a logical principle, it can be useful to see what 
the principle eventually leads to, if followed consistently in all cases. The practice of 
considering inventions as nothing more than the sums of their components should be 
assessed in this light. 
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Speaking for the moment in a purely hypothetical sense, it is possible that this practice 
could be regarded, at least in some circles, as a desirable expedient to the processing of 
patent applications. All it would require an examiner to do is inventory an invention's 
components (defining the invention, in effect, as nothing but A + B + C), then go out and 
find A in some other invention, find B in another, and find C in yet another. At this 
point, he could rule out the invention as "obvious," because it is self-evident that 
combining A, B, and C would yield A + B + C. 

The problem is, in the final analysis, this could ultimately be said about any invention 
that makes use of pre-existing elements. 

Are there any inventions that do not ultimately fit this description? At least since the Big 
Bang, has anything been created that was not made up entirely of things that were already 
in existence? 

Given that everything which has come into existence since the Big Bang is made up of 
pre-existing things, treating inventions as nothing more than lists of what they are made 
of would ultimately lead to nothing at all being capable of being patented. 

In such an eventuality, if the Patent Office continued to exist, examiners could be 
replaced by a simple web page asking just one question: "Was your invention made after 
the Big Bang?" If the user answered in the affirmative, the pre-programmed answer 
would be "REJECTED: Obvious, because it is merely a re-arrangement of pre-existing 
components." If the user answered no, the response would be "REJECTED: Applicant 
could not be the originator of the invention, since by his own admission, the invention 
was in existence before he was." 

If this is not what we want our system of intellectual property protection to devolve into, 
then the Patent Office should require that findings of obviousness be based on something 
more than just inventorying an invention's components and finding them in existence 
elsewhere. 

Pinpointer has already been shown to: 

• Be based on novel insights into a number of business and functional problems. 

• Enable a radical improvement in the dissemination of media content via the 
Internet. 

Its novelty should also be considered in one additional way. 
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PINPOINTER'S POSITION IN THE MARKETPLACE 



If it were truly obvious that by utilizing pre-existing components in the way Pinpointer 
does, the Internet could be enabled to supersede today's media businesses, then a key 
question that ought to be answered is, Why has this not already been done? 

It is not as if supplanting existing media companies, particularly record labels, is a goal 
that lacks interest for entrepreneurs. Any number of smart and ambitious entities, many 
of them funded as amply as an entrepreneur could hope to be, have been struggling for 
years to do this. Yet to date, the closest thing to a success is Apple's iTunes service. 

To its credit, iTunes did recently surpass Wal-Mart, Best Buy, Target, and other brick- 
and-mortar stores to become the nation's number one music retailer. But despite this 
success, iTunes is still just another distribution outlet for existing music companies. 
Because it does not provide a viable alternative way to perform existing record labels' 
core business function of matching content to tastes, it has no choice but to depend on the 
record companies to continue performing this task — enabling the record companies to 
continue to control the music, along with an unreasonable share of the revenues it 
generates, while systematically ignoring the tastes of large numbers of consumers at the 
same time they fail to even consider vast amounts of the material being created. 

With a host of competitors striving to reinvent the media business online, and none 
having had more than limited success, if what Pinpointer brings to the media business is 
indeed obvious, what can validly explain its not having been done to date? 

Could the answer be that Pinpointer has some fundamental flaw? Is there something that 
all the existing players in the field have recognized, causing them to reluctantly forego 
using a method whose considerable benefits would otherwise have been obvious? 

In actuality, practical experience in the marketplace has been very much to the contrary. 
Industry Reactions 

When leading players in the online music industry have seen Pinpointer, they have been 
quick to embrace it. 

In 2004, Pinpo inter was demonstrated to executive management of what were then two of 
the leading legitimate online music sites, MusicMatch and Listen.com. Both immediately 
wanted to become customers. 

Pinpointer also elicited executive-level interest from Amazon.com. 

Unfortunately, none of the expressions of interest could be consummated in contracts for 
services, because funding for the additional system development needed to make 
Pinpointer fully market-ready could not be obtained in the wake of the dot-com crash, 
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when virtually any new enterprise related to the Internet was shunned by investors in 
general, and by venture capitalists in particular. 

However, in the course of searching for funding from other sources, Pinpointer found 
another industry admirer, in the form of the most successful legitimate online music site 
to date: Apple's iTunes. 

As it happened, Apple also did not choose to fund Pinpointer. It did, however, choose to 
release its own version of an important Pinpointer feature, selecting trusted "taste 
mavens," under the name of "Celebrity Playlists" shortly after Pinpointer was presented. 
Interestingly, Apple also immediately enlisted the services of the only critic whose real 
name was revealed in the Pinpointer presentation — and described him using the exact 
same language, word for word, as Pinpointer's presentation to Apple did. 

Was all this overlap mere coincidence? 

The Threat of Uncompensated Appropriation 

As a matter of basic prudence, I would not have approached Apple with the Pinpointer 
concept if I did not have a specific patent application to cite. Without this protection, it 
would have been far too easy to lose everything I had worked and invested in to develop. 

As it was, Apple did not go so far as to combine selectable categories with its selectable 
recommenders, and there was no actionable encroachment. Because Apple stopped 
where it did, there is now a limit to how many songs its celebrity "taste mavens" can 
recommend without making their playlists overly long and unwieldy. iTunes therefore 
remains functionally inferior to Pinpointer, which means that Apple's size and 
established position do not give it an insurmountable advantage. 

But if the Patent Office persists in dismissing Pinpointer as "obvious," and I am forced to 
abandon my application, I have no difficulty envisioning what may happen next. 

Would such an outcome be right or just? 

I have been told that if I can demonstrate significant business success for Pinpointer, this 
could be regarded as providing the necessary demonstration of its novelty. 

However, it is not realistic to expect that Pinpointer can claim its ultimate position in the 
marketplace within the typical timeframe for responding to an office action. Financial 
constraints (including the non-availability of reliable and affordable programmers, 
outside of a small team of contractors in Bulgaria who hold other day jobs) have me 
struggling just to achieve a limited production launch in the summer of 2008. 

What if Pinpointer's eventual position in the marketplace cannot be attained within the 
required timeframe? Will an ultimate denial of my patent claim then enable a better- 
funded entity to step in and achieve the business success I foretold — proving the 
invention's novelty, only too late for it to do me any good? 
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This question is related to a broader one: should an inventor's ultimate, long-term legal 
rights to his invention be dependent on being able to persuade a patent examiner soon 
enough of its viability in a business sense? 

The Possibility of Additional Practical Demonstrations 

While I believe I have made a cogent case for the allowance of my claims, and am 
willing to make reasonable modifications to them based on whatever guidance may be 
forthcoming from the Patent Office, prudence dictates that I anticipate and address a wide 
variety of possible Patent Office reactions. Among these, there is a possibility that the 
Patent Office might ask to see additional evidence that my invention performs as 
described — i.e, that the Patent Office might want to witness the "internal combustion 
engine" actually running and producing useful power (to return to an earlier metaphor), 
as opposed to limiting itself to reviewing design materials describing how it is intended to 
work. 

However, if the Patent Office were to insist that Pinpointer achieve its ultimate 
marketplace success as an alternative to contemporary media businesses before my 
claims could be allowed, I would validly argue that this corresponds more closely to 
requiring the inventor of the internal combustion engine to show sales receipts for 
automobiles before allowing a patent. 

I would also point out that achieving this type of dramatic marketplace success is likely 
to take several years — not exactly within the deadline for a response contained in the 
latest office action. 

It seems, therefore, that in the event the Patent Office should see the need for further 
demonstrations of Pinpointer's efficacy, the central issue would be how to craft a 
requirement that is rigorous without being excessive. 

If it is possible to grant a reasonable extension of time for demonstrating functional value 
and marketplace acceptance, I would welcome such an opportunity. It also ought to be 
possible to establish criteria for measuring marketplace success in a more limited way 
than, say, becoming the dominant way in which music is found online. These two 
options also need not be mutually exclusive. 



PINPOINTER IN THE CONTEXT OF MORE STRINGENT STANDARDS 



I believe I understand the Patent Office's recent decision to apply a more rigorous 
standard of novelty in granting patents. To the degree that I understand it, I applaud this 
decision. 

I have heard, in general terms, of a recent practice involving programmers inundating the 
Patent Office with applications for patents on obvious combinations of algorithms that 
are bound to be needed in some business context, if they are not already in common use. 
I understand the challenges for the Patent Office in researching prior art in such 
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circumstances, when most of the prior art is in customized corporate data systems that 
would not be feasible to research. 

I consider it wrong for programmers to have been able to manipulate the Patent Office 
into issuing patents in such circumstances that had little chance of actually proving 
enforceable in court, but that still carried enough threat of the delays and expenses 
inherent in any court action to enable the patent holders to "shake down" those who 
wanted to utilize the combination of algorithms, and extract a fundamentally unearned 
licensing fee. I feel it was a perversion of the patent system for people of this type to 
obtain patents as if they were putting up hotels in a game of Monopoly — betting that 
eventually, someone would land on their "square," and be forced to pay a hefty fee. 

However, I am not that type of applicant. My intention in obtaining a patent is not 
simply to tie up space, in hopes of extorting money from people when they attempt to do 
something that any reasonable person would try to do under a given set of circumstances. 

I am heavily committed to providing the actual business solution. The amount that I have 
invested in Pinpointer to date — covering not just intellectual property protection, but a 
full complement of functions, of which software development is primary, and marketing 
has not been trivial — would be enough in some areas to buy a comfortable home. The 
fact that I do not own a home renders the size of this investment a credible indicator of 
my degree of commitment to the invention. 

I have chosen to put virtually everything I have into the creation of Pinpointer because I 
believe so strongly in the need for it — not only as a business opportunity, but also as a 
profoundly liberating and empowering social force for capable people who are currently 
being rebuffed in their most important work by a prevailing gigantism of scale. (Rather 
than impose on the reader by elaborating on this dimension of Pinpointer in more detail 
here, I would urge that you click on my online article, "Breaking Down The Walls: 
Realizing the Internet's Potential, from Politics to the Arts," at 
www.notesinbottle.com/walls.htm.) 

In short, I am doing exactly the kinds of things that inventors are supposed to do, and I 
believe that what I am asking for is only the kind of protection for which patents were 
originally intended. 

I therefore appeal to the Patent Office not to let the need to respond to recent 
manipulative and exploitative behaviors on the part of certain applicants cause the 
pendulum to swing back too far in the opposite direction, inadvertently rendering it 
impossible for reasonable patents to be granted to the kinds of people they have 
traditionally nurtured and protected. 
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ARGUMENTS: VAGUENESS 



This section involves the action taken on claims 7 and 25, rejected by the examiner under 
35 USC, Title 1 12, for use of "a relative term which renders the claim indefinite." 

I agree with the examiner that the claim of tallying users who return to the search results 
page after a "substantially short" period of time is vague and indefinite. I did not 
understand why my former attorney thought it would solve the problem of the original 
wording, "approximately short." I acquiesced to the new verbiage only in the belief that 
it had been discussed previously in the phone interview and found acceptable, for reasons 
not immediately clear to a layman such as myself. 

Rather than continue to operate purely on the level of semantics, I will explain more 
precisely how Pinpointer handles this issue. 

Pinpointer uses a flexible table called BusinessRule to store a variety of processing 
parameters, such as the appropriate fee to charge for posting a recommendation within a 
given category. As noted on page 19 of the provisional application (which is actually an 
extract of the original design specification from which the alpha version of Pinpointer 
was constructed), one such entry in the BusinessRule table specifies the number of 
seconds between clicking on a link to a site and returning to the Pinpointer search results 
that will indicate that the return was "quick." 

This value was deliberately left parameter-driven, rather than hard-coded into the 
software, to allow ongoing manipulation of the settings in a live, production environment 
to yield the most genuinely useful results. My belief going in was that this would 
probably be about 10 seconds, but the more useful number could actually turn out to be, 
say, 30 seconds, depending on how long it takes the linked web page to load. It is also 
likely that web pages in certain categories will tend to take longer to load than those in 
other categories, based on their relative complexity, amount of associated graphics, etc. 
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To accommodate such variances, the Pinpointer model enables different content 
categories to have different standards of what constitutes a quick return. 

Because Pinpointer was constructed without specifying a single number identifying a 
quick return, as the examiner apparently expected, it would not seem necessary to do so 
in order to enable to a person of ordinary skill in the art to create a service like Pinpointer 
of their own. 

I would therefore ask the Patent Office's guidance on how a more acceptable description 
ought to be formulated, based on the clarification provided above. For example, would it 
be acceptable to refer to users returning to the main site "in less time than a value 
specified in a system parameter?" 
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CLAIMS APPENDIX 



Appeal Brief: Winter 10/805,888 (3/22/04) Page 51 



Following are the current claims of my patent application, as submitted in my most 
recently processed amendment. I have also indicated in the Status of Amendments 
section and elsewhere a number of changes that I would be willing to make, such as 
cancellations. If what this section should consist of is my proposed new claim language, 
modifying the most recent amendment, please advise me to this effect, and I will modify it 
accordingly. 

1. A method performed by one or more computers for identifying content in a 
computer network, the method comprising: 

storing a plurality of predetermined categories in a database; 

categorizing a plurality of pre-existing items corresponding to one or more of the 
plurality of predetermined categories, by a plurality of categorizers, respectively, wherein 
a subsequent categorizer is capable of categorizing an item already categorized by an 
early categorizer; 

displaying at least a portion of the stored plurality of predetermined categories; 

selecting a category from the displayed predetermined categories by a user; 

displaying categorizers for the selected category; 

selecting a categorizer from the displayed categorizers by the user; 

initiating a search for one or more pre-existing items in the computer network 
based on the selected category and the selected categorizer as search parameters; 

displaying results of the search on a display; 

selecting one or more of the displayed results for more detail description of the 
selected item; 

providing incentive to one or more categorizers based on number of users who 
have selected an item categorized by the one or more categorizers; and 
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sharing the incentive among the early categorizer and the subsequent categorizer 
whose subsequent categorization is based on the categorization of the early categorizer 
and allocating the incentive between the early categorizer and the subsequent categorizer. 

2. The method of claim 1, wherein the plurality of predetermined categories 
include taste and style. 

3- (Canceled). 

4. The method of claim 1, further comprising ordering the displayed search 
results based on a user selectable order. 

5- The method of claim 1, wherein the step of categorizing comprises signing up 
on a website as a categorizer and categorizing a plurality of items corresponding to one or 
more of the plurality of predetermined categories. 

6- The method of claim 1, further comprising charging a fee for initiating the 
search for the one or more items. 

7. The method of claim 1, wherein the number of users who have selected an 
item categorized by the one or more categorizers is a function of the number of users who 
have selected the item and have come back to the search results within a substantially 
short time. 

8. The method of claim 7, further comprising compensating the categorizer based 
on the number of users who have selected an item categorized by the categorizer. 

9. The method of claim 7, further comprising positioning the categorizer on a 
favorable screen position of a display screen, based on the assigned points to the 
categorizer. 

10- The method of claim 1, wherein the sum of all incentives for a given user's 
selection is equal to one. 

11. The method of claim 10, wherein the categorizers displayed on the display 
screen is ordered based on one or more of a respective categorizer's overall popularity 
within the selected category, a respective categorizer's recent popularity within the 
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selected category, a respective categorizer's overall popularity within a broader subject 
area than the selected category, a respective categorizer's recent popularity within a 
broader subject area than the selected category, a respective categorizer's reliability 
within a user-specified subject area, and a respective categorizer's reliability within a 
broad subject area. 

12. The method of claim 1, wherein at least one of the plurality of predetermined 
categories relates to music. 

13- The method of claim 1, wherein at least one of the plurality of predetermined 
categories relates to movies. 

14- The method of claim 1, wherein at least one of the plurality of predetermined 
categories relates to books. 

15- The method of claim 1, wherein at least one of the plurality of predetermined 
categories relates to web pages. 

16- The method of claim 1, wherein at least one of the plurality of predetermined 
categories relates to security or intelligence content. 

17- The method of claim 1, wherein at least one of the plurality of predetermined 
categories relates to a product or a service. 

1 8. The method of claim 17, wherein the product or the service is one or more of 
art, craft, wine, cheese, beer, plumbing, air conditioning, auto repair, haircutting, legal 
service, and medical service. 

19- A method for categorizing an item to be searched by a user in a computer 
network, the method comprising: 

accessing a web site by an authorized categorizer; 

identifying the item to be categorized; 

displaying a category from a plurality of predetermined categories stored in a 
database accessible by the web site; 
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selecting a category from the displayed plurality of predetermined categories by 
the authorized categorizer; 

displaying cost and incentive for the authorized categorizer for the selected 
category; 

applying the selected category to the identified item by the authorized categorizer; 

storing the identified item, the applied category, and the authorized categorizer in 
the database; 

providing incentive to one or more categorizers based on number of users who 
have selected an item categorized by the one or more categorizers; and 

sharing the incentive among an early categorizer and a subsequent categorizer 
whose subsequent categorization is based on the categorization of the early categorizer 
and allocating the incentive between the early categorizer and the subsequent categorizer. 

20. The method of claim 19, further comprising signing up on a web site as an 
authorized user. 

21 - The method of claim 20, further comprising 

selecting a category from a plurality of predetermined categories; 

selecting a categorizer from a plurality of categorizers; and 

initiating a search for an item in the computer network corresponding to the 
selected category and the selected categorizer. 

22. The method of claim 21, further comprising displaying results of the search 
on a display. 

23. The method of claim 22, further comprising ordering the displayed search 
results based on a user selectable order. 

24. The method of claim 19, further comprising charging the categorizer a fee for 
categorizing the item. 
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25- The method of claim 21, further comprising assigning points to a second 
categorizer based on number of users who have searched an item categorized by the 
second categorizer. 

26. The method of claim 25, further comprising compensating the second 
categorizer based on the assigned points. 

27- The method of claim 25, further comprising positioning the second 
categorizer on a favorable screen position of a display screen, based on the assigned 
points to the second categorizer. 

28- A system for identifying content in a computer network comprising: 

means for storing a plurality of predetermined categories, wherein the plurality of 
predetermined categories include taste and style; 

means for categorizing a plurality of pre-existing items corresponding to one or 
more of the plurality of predetermined categories, by a plurality of categorizers, 
respectively, wherein a subsequent categorizer is capable of categorizing an item already 
categorized by an early categorizer; 

means for displaying at least a portion of the stored plurality of predetermined 
categories; 

means for selecting a category from the displayed predetermined categories by a 

user; 

means for displaying categorizers for the selected category; 

means for selecting a categorizer from the displayed categorizers by the user; 

means for initiating a search for one or more pre-existing items in the computer 
network-based on the selected category and the selected categorizer as search parameters; 

means for displaying results of the search; 

means for selecting one or more of the displayed results for more detail 
description of the selected item; 
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means for providing incentive to one or more categorizers based on number of 
users who have selected an item categorized by the one or more categorizers; and 

means for sharing the incentive among an early categorizer and a subsequent 
categorizer whose subsequent categorization is based on the categorization of the early 
categorizer and allocating the incentive between the early categorizer and the subsequent 
categorizer. 

29. The system of claim 28, further comprising means for signing up on a web 
site as an authorized user. 

30. (Canceled) 

31 - The system of claim 28, further comprising means for ordering the displayed 
search results based on a user selectable order. 

32. The system of claim 28, wherein means for categorizing comprises means for 
signing up on a website as a categorizer and means for categorizing a plurality of items 
corresponding to one or more of the plurality of predetermined categories. 

33- The system of claim 28, further comprising means for charging a fee for 
initiating the search for the one or more items. 

34- The system of claim 28, further comprising means for assigning points to a 
categorizer based on number of users who have searched an item categorized by the 
categorizer. 

35- The system of claim 34, further comprising means for compensating the 
categorizer based on the assigned points. 

36- The system of claim 28, further comprising means for positioning the 
categorizer on a favorable screen position of a display screen, based on the assigned 
points to the categorizer. 

37- The system of claim 28, wherein at least one of the plurality of 
predetermined categories relates to a product or a service. 
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38- A system for categorizing an item to be searched by a user in a computer 
network comprising: 

means for accessing a web site by an authorized categorizer; 

means for identifying the item to be categorized; 

means for displaying a category from a plurality of predetermined categories 
stored in a database accessible by the web site; 

means for selecting a category from the displayed plurality of predetermined 
categories by the authorized categorizer; 

means for displaying cost and incentive for the authorized categorizer for the 
selected category; 

means for applying the selected category to the identified item by the authorized 
categorizer; 

means for storing the identified item, the applied category, and the authorized 
categorizer in the database; 

means for providing incentive to one or more categorizers based on number of 
users who have selected an item categorized by the one or more categorizers; and 

means for sharing the incentive among an early categorizer and a subsequent 
categorizer whose subsequent categorization is based on the categorization of the early 
categorizer and allocating the incentive between the early categorizer and the subsequent 
categorizer. 

39- The system of claim 38, further comprising means for signing up on a web 
site as an authorized user. 

40- The system of claim 39, further comprising 

means for selecting a category from a plurality of predetermined categories; 
means for selecting a categorizer from a plurality of categorizers; and 
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means for initiating a search for an item in the computer network corresponding 
to the selected category and the selected categorizer. 
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RELATED PROCEEDINGS APPENDIX 



None 
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